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DETAILED ACTION 

Supplemental Office Action 

1 . This office action corrects the rejections of the office action mailed 1/4/2010 and 
considers the IDS submitted on 1/8/2010. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 47, 56, 57, 66, 68 and 70-8 1 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claims contain subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventors, at the time the application was filed, had possession of the 
claimed invention. 

The specification is silent regarding the use of "thermoset polymeric resin" (claim 47) or 
"thermoset epoxy resin" (claims 72 and 79) guard plate material. The specification merely 
discloses that the plate material may include epoxy resin and phenol-based resins. 

The specification is silent regarding the guard plates partially penetrating into a substrate 
across the entire area of the guard plates. It is noted that the "entire area" includes the top, 
bottom, and sides of the guard plates while Figure 7 merely illustrates the guard plates partially 
penetrating a substrate across less than the entire area of the guard plates. 

The specification is silent regarding the guard plates being harder than the substrate. 



Application/Control Number: 10/734,686 Page 3 

Art Unit: 1794 

Regarding claim 78, the specification is silent regarding the overall abrasion resistance of 
the composite fabric being between "approximately" 10 and 200 times greater than the abrasion 
resistance of the substrate. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 47, 56, 57, 66, 68 and 70-81 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The phrase "substantially the entire area of the guard plates" renders the claims 
indefinite. It is not clear how much area is being referenced by said phrase. 

It is not clear how guard plates can "partially" penetrate into a substrate across the "entire 
area" of the guard plates. It is noted that the "entire area" includes the top, bottom, and sides of 
the guard plates. 

The phrase "overall abrasion resistance" renders the claimed indefinite. It is not clear 
what "overall" abrasion resistance test method is being used to compare the abrasion resistance 
of the fabric to the abrasion resistance of the substrate. 

Regarding claims 70 and 80, the phrase "approximately 80 Shore D" renders the claims 
indefinite because there is nothing in the specification, prosecution history, or the prior art to 
provide any indication as to what range is covered by the term "approximately." 

Regarding claim 78, the phrase "approximately 10 and 200 times greater" renders the 
claims indefinite because there is nothing in the specification, prosecution history, or the prior art 
to provide any indication as to what range is covered by the term "approximately." 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 47, 56, 57, 66, 68, 70-74 and 76-80 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 6,044,493 to Post in view of WO 98/30625 to Christie. 

Post discloses a glove comprising a woven substrate and an array of non-overlapping 
guard plates that partially penetrate into the substrate (see entire document including the Figures, 
column 1, lines 5-12, column 4, lines 52-67, column 5, lines 10-36 and column 6, lines 27-45). 
Post discloses that the guard plate height may be between 0.5 and 1.5 mm (19.7 to 60 mils) 
(column 5, lines 21-36) and that the guard plate gap width may be 20-40 mesh (16.5 to 33 mils) 
(column 6, lines 27-45). Post discloses that the guard plates are cured to harden them and bond 
them to the fabric (column 6, lines 27-45). 

Post discloses that the guard plate material is elastomeric or polymeric (column 3, lines 
24-26 and column 7, lines 41-5 1), but Post does not appear to mention if the polymeric material 
is a thermoset. Christie discloses that it is known in the abrasion resistant polymeric art that 
thermoset epoxy resin comprising abrasion resistant alumina additive particles provides an 
abrasion resistant polymer (see entire document including page 3, line 1 1 through page 5, line 
14). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the polymeric guard plates from any suitable abrasion resistant 
polymeric material, such as thermoset epoxy comprising abrasive resistant particles, because it 
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has been held to be within the general skill of a worker in the art to select a known material on 
the basis of its suitability and desired characteristics. 

The substitution of known equivalent structures involves only ordinary skill in the art. In 
re Font 2U USPQ 532 (CCPA 1982); In re Susi 169 USPQ 423 (CCPA 1971); In re Siebentritt 
152 USPQ 618 (CCPA 1967); In re Ruffl 18 USPQ 343 (CCPA 1958). When a patent claims a 
structure already known in the prior art that is altered by the mere substitution of one element for 
another known in the field, the combination must do more than yield a predictable result. KSR v. 
Teleflex. 

Post does not appear to directly compare the abrasion resistance of the composite fabric 
to the abrasion resistance of the substrate, but Post docs disclose that the composite fabric has a 
higher abrasion resistance than the substrate and that the thickness of the guard plate coating is 
an abrasion resistance result-effective variable (column 2, lines 42-54). Therefore, the applied 
prior art appears to teach, or at least suggest, the claimed limitation and/or it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to vary the 
thickness of the coating, such that the fabric abrasion resistance is about 10 times greater than 
that of the substrate, because different applications desire different amounts of abrasion 
resistance and Post discloses that the fabric may be used in a variety of applications (column 4, 
lines 42-51). 

Regarding claim 56, the examiner takes official notice that silicone is a heat resistant 
material. 
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Regarding claims 70, 73 and 80, considering that the current specification discloses that a 
substantially identical cured epoxy resin plate possesses a hardness of 80 Shore D (paragraph 
bridging pages 19 and 20) and a tensile strength of greater than 100 kgf/cm 2 (paragraph bridging 
pages 13 and 14), it appears that the guard plates taught by the applied prior art inherently 
possess the currently claimed characteristics. 

The Patent and Trademark Office can require applicants to prove that prior art products 
do not necessarily or inherently possess characteristics of claimed products where claimed and 
prior art products are identical or substantially identical, or are produced by identical or 
substantially identical processes; burden of proof is on applicants where rejection based on 
inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, jointly 
or alternatively, and Patent and Trademark Office's inability to manufacture products or to 
obtain and compare prior art products evidences fairness of this rejection, In re Best, Bolton, and 
Shaw, 195 USPQ 431 (CCPA 1977). 

Regarding claims 71 and 79, Post discloses that the article may comprise pants (column 
4, lines 42-51). 

8. Claims 75 and 81 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
6,044,493 to Post in view of WO 98/30625 to Christie as applied to claims 47, 56, 57, 66, 68, 70- 
74 and 76-80 above, and further in view of USPN 5,442,815 to Cordova. 

Post does not appear to mention a thickness range for the substrate, but Cordova discloses 
that it is known in the cut resistant glove art to construct gloves with a thickness of about 1 .25 
mm or less (see entire document including column 3, lines 19-31). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to make 
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the substrate with a thickness of about 1 .25 mm, motivated by the expectation of successfully 
practicing the invention of Post. 

9. Claims 47, 56, 66, 68, 71 and 76-79 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 6,044,493 to Post in view of USPN 5,914,082 to Harrison. 

Post discloses a glove comprising a woven substrate and an array of non-overlapping 
silicone guard plates that partially penetrate into the substrate (see entire document including the 
Figures, column 1, lines 5-12, column 4, lines 52-67, column 5, lines 10-36 and column 6, lines 
27-45). Post discloses that the guard plate height may be between 0.5 and 1.5 mm (19.7 to 60 
mils) (column 5, lines 21-36) and that the guard plate gap width may be 20-40 mesh (16.5 to 33 
mils) (column 6, lines 27-45). Post discloses that the guard plates are cured to harden them and 
bond them to the fabric (column 6, lines 27-45). 

Post does not appear to directly compare the abrasion resistance of the composite fabric 
to the abrasion resistance of the substrate, but Post does disclose that the composite fabric has a 
higher abrasion resistance than the substrate and that the thickness of the guard plate coating is 
an abrasion resistance result-effective variable (column 2, lines 42-54). Therefore, Post appears 
to teach or at least suggest the claimed limitation and/or it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to vary the thickness of the 
coating, such that the fabric abrasion resistance is about 1 0 times greater than that of the 
substrate, because different applications desire different amounts of abrasion resistance and Post 
discloses that the fabric may be used in a variety of applications (column 4, lines 42-5 1). 
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Post does not mention if the guard plate material is a thermoset, but Post does disclose 
that the guard plate material may be silicone (column 5, lines 10-20). Harrison discloses that it is 
known in the clothing art to bond thermoset silicone bodies to clothing substrates (see entire 
document including column 5, lines 8-30). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the silicone from any suitable 
silicone material, such as thermoset silicone, because thermoset silicone readily bonds to 
clothing substrates and because it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability and desired characteristics. 

Regarding claim 56, the examiner takes official notice that silicone is a heat resistant 
material. 

Regarding claims 71 and 79, Post discloses that the article may comprise pants (column 
4, lines 42-51). 

10. Claims 57, 70, 72-74 and 80 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 6,044,493 to Post in view of USPN 5,914,082 to Harrison as applied to claims 47, 
56, 66, 68, 71 and 76-79 above, and further in view of WO 98/30625 to Christie. 

Post does not appear to mention the guard plate material comprising abrasion resistant 
additive material, but Christie discloses that it is know in the abrasion resistant polymer art to 
include alumina particles to increase the abrasion resistance of the polymer (see entire document 
including page 3, line 1 1 through page 5, line 14). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include alumina particles in the 
guard plate polymer material of Post, motivated by a desire to increase abrasion resistance. 
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Regarding claim 72, Post does not appear to specifically mention the use of epoxy resin 
guard plate material, but Christie discloses that it is known in the art to use a thermoset epoxy 
resin (page 3, lines 11-18) and a high hardness abrasion resistant additive (paragraph bridging 
columns 3 and 4). Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to make the guard plates from any suitable polymeric 
material, such as epoxy polymer with high hardness additives, because it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
suitability and desired characteristics. 

Regarding claims 70, 73 and 80, considering that the current specification discloses that a 
substantially identical cured epoxy resin plate possesses a hardness of 80 Shore D (paragraph 
bridging pages 19 and 20) and a tensile strength of greater than 1 00 kgf/cm2 (paragraph bridging 
pages 13 and 14), it appears that the guard plates taught by the applied prior art inherently 
possess the currently claimed characteristics. 

The Patent and Trademark Office can require applicants to prove that prior art products 
do not necessarily or inherently possess characteristics of claimed products where claimed and 
prior art products are identical or substantially identical, or are produced by identical or 
substantially identical processes; burden of proof is on applicants where rejection based on 
inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, jointly 
or alternatively, and Patent and Trademark Office's inability to manufacture products or to 
obtain and compare prior art products evidences fairness of this rejection, In re Best, Bolton, and 
Shaw, 195 USPQ 431 (CCPA 1977). 
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1 1 . Claims 75 and 8 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
6,044,493 to Post in view of USPN 5,914,082 to Harrison as applied to claims 47, 56, 66, 68, 71 
and 76-79 above, and further in view of USPN 5,442,815 to Cordova. 

Post does not appear to mention a thickness range for the substrate, but Cordova discloses 
that it is known in the cut resistant glove art to construct gloves with a thickness of about 1 .25 
mm or less (see entire document including column 3, lines 19-31). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to make 
the substrate with a thickness of about 1.25 mm, motivated by the expectation of successfully 
practicing the invention of Post. 

Response to Arguments 

12. Applicant's arguments filed 10/27/2009 have been considered but are moot in view of the 
new grounds of rejection. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on (571) 272-15 15. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew T Piziali/ 

Primary Examiner, Art Unit 1794 



